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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
 BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 
____________________________________________ 

) 
CORPORACION CIMEX, S.A.,   ) 

) 
Opposer,    ) 

) 
v.     )  Opposition No. 91178943 

)  Serial No. 75/697908 
DM ENTERPRISES & DISTRIBUTORS, INC., ) 

)   
Applicant.    ) 

                                                         ) 
 

OPPOSER CORPORACION CIMEX, S.A.’S MOTION FOR SUMMARY JUDGMENT 
AND MEMORANDUM OF LAW IN SUPPORT THEREOF 

 
PLEASE TAKE NOTICE THAT Opposer CORPORACION CIMEX, S.A. (“Opposer” 

or “CIMEX”), pursuant to 37 C.F.R. § 2.127 and Rule 56 of the Federal Rules of Civil 

Procedure, moves the Trademark Trial and Appeal Board to grant summary judgment sustaining 

the Opposition and refusing registration of Application Serial No. 76/256068.  In support of this 

motion, Opposer submits the following Memorandum of Law, and further relies upon the 

Declarations and Exhibits thereto of Juan Antonio Gonzalez Alvarez (“Gonzalez Decl.”), 

Gonzalo Manuel Bernaza Mayor (“Bernaza Decl.”), Ada Acosta Marinez (“Acosta Decl.”), 

Reynol Sampedro Vazquez (“Sampedro Decl.”) and David B. Goldstein (“Goldstein Decl.”); and 

the Application File of Serial No. 76/256068 (“Application File”), pursuant to 37 C.F.R. ¶ 

2.122(b). 

INTRODUCTION 

 This case arises from Applicant DM Enterprises & Distributors, Inc.’s (“DM” or 

“Applicant”) deliberate, knowing selection of a mark that is identical in word, appearance and 

design, for identical goods, to Opposer’s Cuban mark, which has been registered in Cuba since 



1991, and has been in continuous use in Cuba since late 1991, and for export beginning in 1993.  

Applicant’s mark is interfering with Opposer’s attempt to register its CUBITA mark for coffee in 

the USPTO.   

Before Applicant applied to register the CUBITA mark for coffee in May 1999, or began 

to use the mark in July 1999 (or obtained any prior rights by alleged assignment), Applicant 

knew of the prior use in Cuba of the identical CUBITA coffee mark, including as proved by 

DM’s attorney’s correspondence to attorneys in Cuba and by its alleged assignors’ 

correspondence to Cuban officials.  In such circumstances, Article 7 of the General Inter-

American Convention for Trade Mark and Commercial Protection, 46 Stat. 2907 (“IAC”, also 

known as the “Pan American Convention”), to which both the United States and Cuba are 

parties, entitles Opposer to prevent the registration of Applicant’s interfering mark.  The TTAB 

recently reaffirmed its jurisdiction to apply Article 7 of the IAC to determine the registerability 

of a mark in Opposition proceedings.  See Diaz v. Servicios de Franquicia Pardo’s S.A.C., 83 

U.S.P.Q.2d 1320, 1323-24 (T.T.A.B. 2007).   

STATEMENT OF UNDISPUTED MATERIAL FACTS 
 
 A. Opposer ’s CUBITA Coffee Mark   
 

Opposer CIMEX, a Cuban corporation with its principal place of business in Havana, 

Cuba, owns the following registration in Cuba for the mark CUBITA & DESIGN in 

International Class (“IC”) 30 for “roasted coffee” (“café tostado”):  
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Goldstein Decl. ¶¶ 3-4, Ex. 1 (Certification of General Director of the Cuban Office of Industrial 

Property); Ex. 2 (Cuban Trademark Office registration documents).  As detailed in the 

Certification, the CUBITA mark for coffee was applied for in Cuba on September 4, 1991, and 

registered in Cuba on October 15, 1991, to Kave Coffee, S.A.  Kave Coffee transferred and 

assigned the mark to Distribuidora CIMEX, S.A. in 1996, and in 2002, Distribuidora CIMEX 

transferred and assigned the mark to Opposer CIMEX.  Each of these transfers took place in 

Cuba and was executed and registered according to Cuban law in the Cuban Industrial Property 

Office (“OCPI”), or its predecessor, the National Office of Inventions, Information Technology 

and Trademarks, in Cuba.  The registration was renewed by Opposer CIMEX, S.A. for an 

additional 10 years in accordance with Cuban law on December 16, 2002.  Goldstein Decl. Ex. 

1-2; see also Gonzalez Decl. ¶ 20; Ex. 8. 

As discussed below, CIMEX, and its predecessors before it, have sold coffee under the 

CUBITA mark in Cuba continuously since late 1991.  Bernaza Decl. ¶¶ 4, 14-21; Exs. 4-9; 

Gonzalez Decl. ¶¶ 4-13, 15, 18; Exs. 6, 7, 9.  Prior to the introduction of CUBITA, coffee had 

long been one of Cuba’s most important agricultural products, both for domestic consumption 

and for export, primarily as raw unprocessed coffee beans, but not as processed, packaged and 

branded coffee; Cuban coffee has long been renowned for its unique flavor and style of coffee, 
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which typically sold at higher than average prices on the world market.  Bernaza Decl. ¶¶ 11, 18; 

Ex. 4; Goldstein Decl. Ex. 11.   

In 1990, Kave Coffee determined to create and to market a high quality processed and 

packaged Cuban coffee product for sale to tourists in Cuba, and potentially for export from 

Cuba, that would promote and protect the image of Cuba and Cuban coffee.  Bernaza Decl. ¶¶ 

13-14.  Sr. Bernaza, the President of Kave Coffee, came up with the name CUBITA, precisely to 

identify it with Cuba.  Id. ¶ 14.  “Cubita” is a folk name of a particular type of coffee plant grown 

in Cuba.  Id.  The name was also chosen because “Cubita” obviously refers to “Cuba,” using the 

common Spanish diminutive form (“ita”).  Id.   

Sr. Bernaza also participated in the design of the CUBITA mark and packaging in 1991, 

including the map of Cuba using coffee beans, and to have the colors of the Cuban flag running 

through the word “Cubita” on the package.  Id. ¶¶ 5, 14; Ex. 1.  CIMEX (and its predecessors) 

have used that design since the mark’s inception (the oval is orange and the three lines through 

“Cubita” are, in order, red, white and blue).  Bernaza Decl. ¶ 5; Gonzalez Decl. ¶ 4; Ex. 1.   

The CUBITA coffee brand was officially launched in Cuba in 1991 and sales 

commenced in late 1991, to hotels throughout Cuba, both for service to guests, and for sale in 

packages in hotel stores, and at airport duty free shops in 1992.  Bernaza Decl. ¶¶ 15-16; Ex. 2.  

Sales rose from US$25,000 in January 1992, to US$150,000 by December 1992.  Bernaza Decl. 

¶ 18; Ex. 4.  Kave Coffee issued internal quality control standards for CUBITA coffee in a 

document dated July 2, 1992.  Bernaza Decl. ¶ 17; Ex. 2.  CUBITA coffee was honored for its 

quality at trade fairs in Cuba in November 1993 and July 1994, and in connection with the 250th 

anniversary of Cuban coffee in 1998.  Bernaza Decl. ¶ 21; Exs. 7-9.   
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Since late 1991, CUBITA coffee has been sold continuously throughout Cuba to hotels 

for use in restaurants within the hotels; to hotel stores for sale to retail customers; in duty free 

shops in airports in Cuba, including in Terminal 2 of Havana’s airport, where charter flights from 

Miami to Cuba arrive and depart; and in hard currency stores, and has been by far Cuba’s best 

selling processed coffee, both domestically and for export.  Bernaza Decl. ¶¶ 4, 16, 21; Gonzalez 

Decl. ¶¶ 4, 8, 13, 15, 18, 22; Ex. 6, 7, 9.  Annual sales in Cuba and abroad have increased from 

approximately 370 tons in 1995 to over 650 tons today.  Gonzalez Decl. ¶ 15.   

In approximately 1993, Kave Coffee also began to export CUBITA coffee to Canada, 

then to Germany, Belgium and Mexico, among others by the mid-1990’s.  Although not as 

extensive as domestic sales, today CUBITA coffee is exported to many other countries in Europe 

and Asia, including Ireland, the United Kingdom, Spain, Japan, Switzerland, Norway, and 

Caribbean nations, and is sold over the internet by CIMEX’s overseas distributors, including in 

Canada, the UK, and Ireland.  Bernaza Decl. ¶ 19, Ex. 5; Gonzalez Decl. ¶¶ 16-17, Ex. 2-5.  

Neither Opposer nor its predecessors have sold CUBITA-labeled coffee in the United States 

because of the United States embargo against goods from Cuba. 

On August 10, 2007, CIMEX filed an application with the USPTO for the mark CUBITA 

& DESIGN, Serial No. 77252382, based on its Cuban registration, pursuant to section 44(e) of 

the Lanham Act, 15 U.S.C. § 1126(e).  Goldstein Decl. ¶ 4, Ex. 2.1  In a November 17, 2007, 

Office Action, the USPTO cited Applicant’s pending application against CIMEX’s application,  

                                                           
 
1 The United States Treasury Department’s Cuban Assets Control Regulations, 31 C.F.R. Part 515 
(“CACR”), permit Cuban nationals to file trademark applications in the USPTO and to obtain and to 
maintain trademark registrations, and to file oppositions and cancellation petitions in connection 
therewith.  See 31 C.F.R. § 515.527; Goldstein Decl. Ex. 3; Corporacion Habanos, S.A. v. Guantanamera 
Cigars Co., Opp. No. 91152248, at 5 (T.T.A.B. Feb. 29, 2008) (precedential decision) (finding standing 
of Cuban corporation in identical circumstances to bring opposition proceeding under Section 2(e)(3)). 
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pursuant to section 2(d) of the Act, stating that “there may be a likelihood of confusion” between 

the two marks.  Id.  On February 13, 2008, CIMEX requested that action on its application be 

suspended pending the outcome of the instant Opposition proceeding, and the PTO issued a 

Notice of Suspension on March 12, 2008.  Id.  Opposer has intended, and continues to intend, to 

sell its CUBITA coffee in the United States as soon as U.S. law allows.  Gonzalez Decl. ¶¶ 21-

23; Bernaza Decl. ¶ 23.   

 B. Applicant’s CUBITA Coffee Mark 

Applicant is a Florida corporation located in Miami, Florida, whose principal, Raul Diaz, 

is Cuban-American.  On or about May 4, 1999, Applicant filed Application Serial No. 75/697908 

for registration of the mark CUBITA in IC 30 for “coffee,” on the basis of section 1(a) of the 

Lanham Act, 15 U.S.C. § 1051(a), in a stylized form identical to the stylized “CUBITA” of 

Opposer’s CUBITA mark.  See Application File.  Applicant claimed a first use date and a first 

use in interstate commerce date of February 13, 1994, although as discussed below, Applicant’s 

first use of the mark was no earlier than July 1999.  DM’s attorney who filed the PTO 

application, Jesus Sanchelima, had full knowledge of the Cuban CUBITA coffee mark before he 

filed DM’s application, as discussed below.   

Applicant submitted with its Application a specimen of the mark as claimed to be used in 

commerce, which is identical in design to Opposer’s CUBITA mark, including the stylized 

“Cubita,” with the red, white and blue lines through “Cubita” in the same order, and the coffee 

bean island of Cuba inside an orange oval.  Applicant also included on its specimen label, in 

English and Spanish, “A Taste of Cuba”/“El Sabor de Cuba,” “Cuban Style,” and a description 

of the 200-plus year history of Cuban coffee.  A side-by-side comparison of CIMEX’s CUBITA 

packaging and Applicant’s specimen is shown below on the following page:   
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See also Bernaza Decl. Ex. 1; Gonzalez Decl. Ex. 1, 9; Goldstein Decl. Ex. 4.   
 

Both Applicant and the Examining Attorney recognized that “Cubita” expressly referred 

to Cuba.  Application File (August 18, 1999 Office Action: “After researching, it is believed the 

mark means “LITTLE CUBA;” September 27, 1999 Response, accepting proposed translation; 

December 11, 2006 Response, stating CUBITA “means or signifies LITTLE CUBA”). 

After an initial refusal based on section 2(d), DM commenced a cancellation petition 

against a prior registrant of the CUBITA mark in IC 30 for coffee, Registration No. 2252228.  

The Board denied the petition to cancel in DM Enters. & Distributors, Inc. v. Ruta Maya 

Royalty, Ltd, Canc. No. 92029327 (T.T.A.B. May 28, 2004) (“DM Op.”).  Mr. Sanchelima 

represented DM in the proceeding.  DM Op. at 1.  In the cancellation proceeding, DM asserted 

priority over the Registrant based on DM’s representation to the Board that it had acquired its 

rights to the mark and had first used the mark in commerce on February 14, 1994, through a 

purchase and assignment in February 1999 from “Ms. Leni Alonzo and Mr. Michael (Miguel) 

Angel (husband and wife) to purchase their purported rights to the mark Cubita for coffee.”  DM 
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Op. at 4;2 see id. at 2, 4 n.5, 13.  The Board, however, found “there is no documentary evidence 

of use by Ms. Alonzo of the mark CUBITA for coffee at any time.”  Id. at 16 (emphasis added).3 

Applicant claimed that the Registrant’s prior use of the mark inured to its benefit 

because: 1) the Registrant – through its principal, Timothy Sheehan – had entered into a license 

agreement on March 21, 1995 with Alonzo to use the CUBITA mark for coffee (which Sheehan 

claimed Alonzo and Angel had procured by fraud, id. at 6-9, and which expired in any event on 

May 31, 1996, id. at 10-12); and 2) Alonzo had assigned all its rights in the mark to Applicant in 

1999.  Id. at 4-5, 10, 12.  While questioning DM’s theory, the Board assumed, without deciding, 

that Registrant’s use inured to DM’s benefit based on the license, but held that Applicant’s rights 

could not have begun earlier than the March 21, 1995 license date, and Registrant’s use only 

inured to Alonzo (and DM) until the license terminated on May 31, 1996, three years before 

DM’s application and first use.  Id. at 12-13, 16.   

The Board expressly rejected Applicant’s claimed February 1994 use date, stating, “we 

find petitioner’s assertion of February 14, 1994 as its first use is not supported in the record.”  Id. 

at 13.  Rather, “petitioner itself first used the mark in July 1999.”  Id. at 12; see id. at 16 

(“Petitioner’s direct first use of the mark occurred in July 1999.”).4 

After prevailing before the Board, Registrant did not file a Section 8 affidavit, and on 

February 7, 2007, the USPTO cancelled that registration.  Goldstein Decl. Ex. 5.  Following that 

                                                           
 
2 Applicant continues to claim rights based on an alleged 1999 assignment from Alonzo.  Goldstein Decl. 
Ex. 6 (Applicant’s Response to Document Request No. 1 (mark “was assigned to DM by Leni Alonzo in 
1999”); Interrogatory Response No. 8).  
3 Conveniently, and not so coincidentally, this unsupported first use date was two (2) days before the 
Registrant’s application date of February 16, 1994.  DM Op. at 2 n.2. 
4 The Board cited Raul Diaz’s testimony (not documents), that DM had minor sales of the CUBITA mark 
in 1999 and 2000.  DM Op. at 5.  DM has failed to produce any documents showing any use by DM of 
the mark, in response to Opposer’s specific document requests, served on March 26, 2008.  Goldstein 
Decl. Ex. 6.  In the event Opposer’s motion for summary judgment is denied, and Applicant fails to 
produce evidence of use, Opposer will move to amend its Opposition to allege abandonment. 
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cancellation, DM’s Application was then published for opposition on April 17, 2007.  Despite 

the Board’s May 28, 2004 decision, Applicant did not amend its claimed first use date and 

claimed first use in commerce date of February 13, 1994.  On May 14, 2007, the Board granted 

CIMEX’s timely request for a 90-day extension of time to oppose the Application.  On August 

14, 2007, CIMEX filed its Notice of Opposition, asserting claims under Article 7 of the IAC and 

Sections 2(a) and 2(e)(3), 15 U.S. C. § 1052(a), (e)(3).   

C. Applicant’s Pr ior  Knowledge of the Use of the Cuban CUBITA 
Mark For  Coffee  

 
 The undisputed evidence establishes that Applicant knew of the existence and use of 

CIMEX’s Cuban Cubita coffee mark prior to its May 1999 application and its July 1999 first use 

of the mark, through its own knowledge, through its attorney’s knowledge, acting on its behalf, 

and to the extent it acquired any rights in 1995, through its purported assignors’ knowledge.   

As shown, supra, Applicant chose the identical word with the identical design used by 

Opposer when it filed its specimen of use in 1999.  It is not possible that Applicant was unaware 

of the Cuban CUBITA mark, and yet somehow randomly and coincidentally chose the identical 

word, “Cubita,” in the identical stylized form including identical lines in identical colors, in 

identical order, and the identical image of the island of Cuba made from coffee beans, set against 

the identical orange oval background.   

DM is located in Miami, Florida, its CUBITA packaging is in Spanish and English, and 

its principal consumer base is Cuban-Americans in Miami.  See Sampedro Decl. Ex. 1 

(Sanchelima Nov. 23, 1998 letter:  DM interested in marketing CUBITA coffee brand to Cuban 

ethnic markets; DM Op. at 5 (Diaz claimed he promoted DM’s CUBITA coffee with Sedanos 

Supermarkets, a Miami area supermarket chain with a largely Latino, including Cuban-American 

clientele, see Goldstein Decl. Ex. 7); Goldstein Decl. Ex. 4 (DM’s packaging describes Cuban 
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coffee, and then claims its product “reminds us of the delicious and aromatic taste of Cuba.” 

(emphasis added).  Diaz traveled to Cuba from Miami, in at least 1996 and June 1999, and 

almost certainly through Terminal 2 of Jose Marti Airport in Havana where CUBITA coffee was 

on prominent display.  Goldstein Decl. Ex. 6 (Interrogatory Response No. 13); Gonzalez Decl. ¶ 

22; Ex. 9.  

Rather than create its own coffee mark from the almost infinite universe of available 

names and designs, Applicant instead chose:  1) to pay $7,000 to Alonzo and Angel in 1999 for 

“their purported rights to the mark CUBITA for coffee,” DM Op. at 4; 2), to introduce its own 

product into the market, despite the risk of being held an infringer of an already registered mark; 

and 3)  to pursue a cancellation proceeding through trial against Sheehan/Ruta Maya.  Yet 

Alonzo and Angel had never used the mark, which plainly had no goodwill, particularly in South 

Florida, and Sheehan had sold negligible quantities of CUBITA-labeled coffee in 1997 and 1998 

($7,000 in total) in markets remote from South Florida (Texas, Colorado, North and South 

Dakota, Illinois), so his mark likewise had no goodwill in South Florida.  Id. at Op. 6, 9.  

Nothing other than DM’s knowledge of the Cuban CUBITA can explain DM’s actions, including 

the expenses it chose to incur, to attempt to obtain rights to the CUBITA coffee mark, instead of 

creating its own mark.   

DM’s attorney also clearly knew of the Cuban CUBITA while acting on DM’s behalf, 

and as discussed below, the attorney’s knowledge is imputed to DM.  On November 23, 1998, 

Jesus Sanchelima, DM’s attorney, wrote to an attorney at a law firm in Havana, Cuba, 

Consultoria Juridica Internacional (“CJI”), stating that “we have a client interested in marketing 

various coffee brands, some for ethnic markets (Cuban, Haitian, etc.) in the U.S.  One of those 
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marks is Cubita.”  Sampedro Decl. ¶ 6; Ex. 1.5  In the letter, Mr. Sanchelima made clear that he 

knew of the CUBITA mark in Cuba at least since 1994, including purported efforts by Angel and 

Alonzo, and Sheehan to obtain U.S. rights to the mark from Kave Coffee.  The letter stated that 

Sanchelima “must issue an opinion as full as possible concerning the actual situation of the mark 

in the U.S.” to his client concerning any relationship between the Cuban side and Angel.6   

On December 21, 1998, Sanchelima wrote again to CJI “re:  Cubita,” identifying “his 

client” as “DM Enterprise and Distributors”, the Applicant herein, and attaching information 

about DM, including identifying Raul Diaz as President, and supplying CJI with DM’s banking 

and commercial references.  Sampedro Decl. ¶ 7; Ex. 2.  In March 2000, Sanchelima again wrote 

to CJI, regarding “CUBITA mark in the U.S.,” stating, “Our firm represents DM Enterprises,” 

and that DM had commenced a cancellation proceeding against Sheehan.  Id. ¶ 8; Ex. 3. 

Assuming, as did the Board, that DM acquired rights in the CUBITA mark by assignment 

from Alonzo and Angel in 1999 (despite their lack of use of the mark, and their apparent fraud 

on Sheehan), and those rights accrued in March 1995 (and were not lost when the license expired 

in May 1996), then DM is also charged with Angel’s and Alonzo’s knowledge in 1995.  

Undisputed evidence proves that Alonzo and Angel knew of the Cuban CUBITA mark prior to 

March 1995.  On July 1, 1994, Angel sent a fax to the Cuban Minister of Foreign Commerce,  

                                                           
 
5 When Mr. Sanchelima wrote the letter, he was CJI’s trademark attorney in the United States.  On CJI’s 
behalf, he had applied in the USPTO for the mark CONSULTORIA JURIDICA INTERNACIONAL for 
legal services in March 1997, and the mark was registered in September 1998, two months before he 
wrote to CJI concerning his client DM’s interest in obtaining rights to the CUBITA mark in the U.S.  See 
Goldstein Decl. Ex. 8.   
6 Mr. Sanchelima’s self-serving assumptions regarding a supposed relationship between Kave Coffee and 
Angel or Sheehan concerning the CUBITA mark have no basis in fact, Bernaza Decl. ¶ 22, and any 
agreements granting U.S. rights to the CUBITA mark would have been criminal acts by Angel or Sheehan 
under U.S. law unless licensed by the U.S. Treasury Department’s Office of Foreign Assets Control. 
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enclosing a document dated June 29, 1994, from “Michael Angel Gonzalez, Managing Director, 

Cuba Yankee Trading Company,” and addressed to other Cuban government officials, proposing 

“a joint venture arrangement with the Republic of Cuba in connection with tourism and exports 

to the United States of America.”  Acosta Decl. ¶¶ 5-6; Ex. 1.   

Angel enclosed a list of “91 service and trade marks,” including CUBITA for coffee, that 

he falsely claimed “are owned by Leni A. Alonzo and have been actually used in interstate 

commerce in the [U.S.],” and “have been accepted and are either approved or pending final 

approval” from the USPTO.  Id.; see also Ex. 2 (July 22, 1994, fax from Angel to the Minister of 

Foreign Commerce, proposing terms of a joint venture agreement with the Republic of Cuba and 

Angel and Alonzo, whereby Cuba would supply the products under the marks, including coffee).  

No agreements were ever entered into between Kave Coffee and Angel or Alonzo concerning the 

CUBITA mark, and to Opposer’s knowledge, no response was ever made to Angel’s proposals.  

Id. ¶ 5; Bernaza Decl. ¶ 22. 

As Sheehan had surmised, see DM Op. at 6-9, Angel and Alonzo were plainly operating a 

trademark scam concerning Cuban marks and other associations with Cuba, including CUBITA.  

Between October 19, 1993 and September 1, 1994, Alonzo filed 119 intent-to use applications, 

including five for CUBITA, consisting of places in Cuba, popular Cuban brands, including cigar 

and rum marks, Cuban entities, and Cuban-associated names, all of which were abandoned.  

Goldstein Decl. Ex. 10.  Alonzo had filed an intent-to-use application for CUBITA for coffee on 

October 19, 1993, which was abandoned in August 1995 for failure to respond to an office 

action.  Id. Ex. 9.  On June 24, 1994, Alonzo filed four intent-to-use applications for CUBITA 

for other goods, all of which were abandoned in May 1995.  Id.  Alonzo filed a sixth intent-to-

use application for CUBITA for coffee in March 1996, and abandoned in April 1997.  Id.  DM 
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plainly knew, including through its attorney, of Angel’s and Alonzo’s activities when it entered 

into the purported 1999 assignment as part of its failed effort to assert priority over Sheehan. 

ARGUMENT 

SUMMARY JUDGMENT STANDARD 
 
 Summary judgment shall be granted to the moving party if the movant establishes “that 

there is no genuine issue as to any material fact and that the moving party is entitled to a 

judgment as a matter of law.”  Fed. R. Civ. P. 56(c); see Celotex Corp. v. Catrett, 477 U.S. 317 

(1986); Sweats Fashions, Inc. v. Pannill Knitting Co., Inc., 833 F.2d 1560, 1562 (Fed. Cir. 

1987); TBMP § 528.01; Diaz v. Servicios de Franquicia Pardo’s S.A.C., 83 U.S.P.Q.2d 1320, 

1326-27 (2007) (precedential decision) (granting summary judgment to party asserting rights 

under Article 7 of the IAC).  Here, the undisputed, and indisputable, evidence demonstrates that, 

as in Diaz, Opposer is entitled to summary judgment on its IAC claim.   

I. OPPOSER IS ENTITLED TO SUMMARY JUDGMENT ON ITS IAC CLAIM   

A. Ar ticle 7 of the IAC is Enforceable in an Opposition Proceeding 

In Diaz, the Board held that it has jurisdiction and authority to consider and to apply 

Article 7 in opposition proceedings to determine the registerability of a mark.  See Diaz, 83 

U.S.P.Q.2d at 1324-26.  The IAC is a treaty in force between the United States and several 

countries in Latin America, including Cuba.  Id. at 1322 & n.5; see Treaties in Force, at 440 

(U.S. Dept. of State, Nov. 1, 2007).  Thus, Opposer CIMEX is entitled to prohibit the registration 

of Applicant’s mark upon a showing that Applicant’s mark is an “interfering mark” and that 

Applicant was aware of the use of the CUBITA mark in Cuba for the same goods at the time it 

applied for and began to use the mark in mid-1999.   

Article 7 of the IAC provides in full: 
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Any owner of a mark protected in one of the contracting states in accordance with 
its domestic law, who may know that some other person is using or applying to 
register or deposit an interfering mark in any other of the contracting states, shall 
have the right to oppose such use, registration or deposit and shall have the right to 
employ all legal means, procedure or recourse provided in the country in which 
such interfering mark is being used or where its registration or deposit is being 
sought, and upon proof that the person who is using such mark or applying to 
register or deposit it, had knowledge of the existence and continuous use in any of 
the Contracting States of the mark on which opposition is based upon goods of the 
same class, the opposer may claim for himself the preferential right to use such 
mark in the country where the opposition is made or priority to register or deposit 
in such country, upon compliance with the requirements established by the 
domestic legislation in such country and by this Convention. 
 

46 Stat. 2907; see Diaz, 83 U.S.P.Q. 2d at 1324 (quoting Article 7 in full).   

 As the Board stated in Diaz, at 1325: 

According to its plain meaning, an owner of a mark protected in a contracting state 
has the right to challenge the use and registration of an interfering mark in another 
contracting state, upon proof that the interfering party had knowledge of the 
existence and continuous use of the mark and upon compliance with the domestic 
requirements in that contracting state.  The aggrieved owner may assert the 
preferential right to use and register the mark in the country where the claim is 
being asserted. Thus, the text of Article 7, when read in conjunction with the stated 
purpose of the treaty, clearly confers to eligible trademark owners a "preferential" 
or prior right where the requirements of the article have been satisfied.  
 

 Previously, the Board had held that it had jurisdiction to consider and to apply the very 

similar Article 8 of the IAC, which authorizes the cancellation of a registration in like 

circumstances.  British-American Tobacco Co. v. Phillip Morris, Inc., 55 U.S.P.Q.2d 1585, 

1587-89 (T.T.A.B. 2000).  In both Diaz and British-American, the Board found, “Consistent with 

the Supreme Court’s decision in Bacardi Corporation v. Domenech, 311 U.S. 150, 161, 47 

USPQ 350, 355 (1940) (‘Bacardi’) … the Pan-American Convention is self-executing, and 

therefore became U.S. law upon ratification, requiring no special implementing legislation.  As 

such, … the Convention has the same force as a federal statute and provides remedies 

independent of the Lanham Act.”  Diaz, 83 U.S.P.Q.2d at 1323.  “[T]he clear purpose of the [Pan 
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American Convention] is to protect the foreign trademarks which fall within the treaty’s 

purview.”  Id. at 1325 (quoting both Bacardi and British-American Tobacco).   

The Board also held in British-American, and reiterated in Diaz, “that a finding of 

jurisdiction did not violate the doctrine of territoriality but rather constituted an exception to the 

doctrine explicitly created by the Convention.”  Diaz, 83 U.S.P.Q.2d at 1323; see British-

American Tobacco Co. v. Phillip Morris, Inc., Canc. No. 26,549, 2001 WL 256142 (T.T.A.B. 

Feb. 27, 2001) (denying reconsideration of 55 U.S.P.Q.2d 1585 ).  In Diaz, the Board explicitly 

rejected the argument that Section 44 of the Act abrogates the rights created under Article 7 of 

the IAC.  Diaz, 83 U.S.P.Q.2d at 1325-26.  “Thus, the text of Article 7, when read in conjunction 

with the stated purpose of the treaty, clearly confers to eligible trademark owners a ‘preferential’ 

or prior right where the requirements of the article have been satisfied.”  Id. at 1325. 

The Board also stated that it saw “no reason to apply the logic” from two cases in the 

Second Circuit addressing the IAC, because “those cases pertain to rights derived from the [IAC] 

within the context of statutory provisions and regulations implementing the U.S. embargo against 

Cuba.”  Id. at 1326 (citing Havana Club Holding, S.A. v. Galleon, S.A., 203 F.3d 116 (2d Cir. 

2000) ("Havana Club") and Empresa Cubana Del Tabaco v. Culbro Corporation ("Empresa"), 

213 F. Supp.2d 247 (S.D.N.Y. 2002).  However, although both cases involved Cuban parties and 

the embargo was relevant to parts of those courts’ holdings, neither of those cases addressed the 

IAC issue in connection with the embargo.  Rather, those cases disagree with the Board on the a 

priori  question of whether the IAC is still self-executing, as the Supreme Court held in Bacardi, 

after enactment of the Lanham Act, wholly unrelated to the Cuban embargo.   

Havana Club did not address Articles 7 or 8 of the IAC.  After finding, contrary to the 

Board, that the IAC was no longer self-executing (unrelated to the Cuban embargo), 203 F.3d at 
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128-29, the court determined that the terms of the IAC were enforceable under sections 44(b) 

and (h) of the Act, 15 U.S.C. § 1127(b), (h), but only to the extent the provisions were related to 

the repression of unfair competition, and found that Article 23 (false indications of geographic 

origin) was not so related, but that other rights addressed in the IAC were enforceable, such as 

protection of trade names (Art. 18), and specified acts of unfair competition under Art. 21(c) 

(“unless effectively dealt with” under domestic law) (again, unrelated to the Cuban embargo).  

203 F.3d at 134-35 & n.19.7   

Both the district court and the Second Circuit in Empresa addressed Articles 7 and 8 of 

the IAC, bound by Havana Club’s (erroneous, in the Board’s and Opposer’s view) holding that 

the IAC is not self-executing, and concluded that Articles 7 and 8 were unenforceable because 

they did not involve the repression of unfair competition under section 44(h) of the Act, 15 

U.SC. § 1127(h) (again, unrelated to any issue concerning the embargo).  Empresa, 213 

F.Supp.2d. at 278-84, aff’d in relevant part, 399 F.3d 462, 482-83 (2d Cir. 2005).  Although not 

directly relevant here, given the Board’s position that Articles 7 and 8 are self-executing, the 

Second Circuit’s holding that IAC Art. 7, concerning the protection of trademark rights, a core 

subspecies of unfair competition, is not concerned with the “repression of unfair competition,” 

appears plainly wrong.   

Because nothing in the decisions in the Second Circuit addressing the IAC turn on the 

Cuban embargo, and nothing in the Cuban embargo otherwise affects rights under the IAC, 

                                                           
 
7 The only discussion of the embargo in connection with the IAC issue was the court’s conclusion that the 
plaintiff could not assert IAC trade name rights through section 44 in connection with “HAVANA 
CLUB,” because a later-enacted statute (known as “section 211”) deprived Cuban parties of rights in 
marks existing in Cuba that had been confiscated after the Cuban Revolution in 1959.  203 F.3d at 127-
29.  Because CUBITA is not a pre-Revolution confiscated mark, section 211 has no application here.   

 16 



CIMEX is entitled to the same rights and protections available to any other national whose 

country is a signatory to the IAC. 

B. CIMEX is Entitled to Prevail Under  Ar ticle 7 of the IAC 

To prevail on its Article 7 claim on summary judgment, CIMEX:  

must establish that there is no genuine dispute (1) that it is the owner of a 
[CUBITA] mark protected in [Cuba]; (2) that [CIMEX] may have known that 
[DM] is using or applying to register an interfering mark in the United States; (3) 
that [DM] had knowledge of the existence and continuous use in [Cuba] of the 
[CUBITA] mark in connection with [goods] in the same class prior to his use of 
the [CUBITA] mark in the United States; and (4) that [opposer] has complied 
with the requirements set forth in the domestic legislation in the United States and 
the requirements of the Pan American Convention -- that is, filing for protection 
of its mark under Section 44 of the Lanham Act. 

 
Diaz, 83 U.S.P.Q.2d at 1328.  Each of these four elements are easily met here.  First, Opposer is 

the “the owner of a [CUBITA] mark protected in [Cuba],” as the CUBITA mark is properly 

registered in Cuba in Opposer’s name, the registration has been renewed and is in effect, and the 

mark is in use in Cuba.  See pp. 2-5, supra, and evidence cited therein.  

Second, Applicant has “applied to register an ‘interfering mark’ in the United States.”  

Diaz, 83 U.S.P.Q.2d at 1328.  Applicant’s pending application for CUBITA uses the identical 

word mark, for the identical goods -- coffee -- as Opposer’s Cuban registration and its USPTO 

application.  Further, as in Diaz, “[t]he stylization [of Cubita] is identical to [CIMEX’s] 

registered mark in [Cuba].”  Id.  The PTO has cited Applicant’s pending application against 

Opposer’s application, and has suspended Opposer’s application pending resolution of this 

Opposition against that application.  Goldstein Decl. Ex. 2; see also DM Op. at 10 & n.8 (finding 

likelihood of confusion between identical CUBITA word marks used on identical goods (coffee), 

despite design feature in one mark).   
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Taking the fourth element next, CIMEX, “by virtue of filing its application under Section 

44(e) of the Lanham Act has complied with the requirements set forth in the domestic legislation 

in the United States,” including that CIMEX has a bona fide intent to use its mark in commerce 

in the United States as soon as United States law allows.  Diaz, 83 U.S.P.Q.2d at 1330; see 

Gonzalez Declaration ¶¶ 21-23.  CIMEX has otherwise satisfied all requirements for registration.  

Goldstein Decl. Ex. 2 (Notice of Suspension). 

Finally, as to the third factor, there is no genuine issue of material fact “that [DM] had 

knowledge of the existence and continuous use in [Cuba] of the [CUBITA] mark in connection 

with [goods] in the same class prior to [its] use of the [CUBITA] mark in the United States.”  

Diaz, 83 U.S.P.Q.2d at 1328.  Applicant, Applicant’s attorney and Applicant’s alleged assignor, 

both of whose knowledge is chargeable to DM, all knew of the CUBITA mark for coffee in 

Cuba prior to Applicant’s first use or application for the mark, regardless whether that first use is 

treated as 1995 or 1999.   

First, and dispositively, Applicant’s counsel, Jesus Sanchelima, who filed DM’s 

application, and who prosecuted the cancellation petition against Ruta Maya, plainly knew of the 

existence and use of the CUBITA coffee mark in Cuba, as shown in his 1998 letters to the Cuban 

attorneys, on behalf of his client DM.  Not only is counsel’s knowledge imputed to DM as a 

matter of law, even if the knowledge was not communicated, but the letters are explicit that the 

purpose of Mr. Sanchelima’s inquiries were to provide DM with a “full opinion” on rights to the 

CUBITA mark in the U.S. in connection with any alleged relationship between the Cuban mark 

and either Angel or Sheehan in the United States.  Sampedro Decl. Ex. 1 (after discussing Cuban 

CUBITA mark and possible relationship with Angel or Sheehan, stating “Our client is interested 

in selling the brand and I must issue as complete an opinion as possible about the current 
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situation of said mark in the US.”).  Sanchelima’s knowledge is dispositive, and the Board need 

look no further.   

“The relationship between an attorney and the client he or she represents in a lawsuit is 

one of agent and principal.”  Veal v. Geraci, 23 F.3d 722, 725 (2d Cir. 1994).  It has long been 

settled, black letter law that 

each party is deemed bound by the acts of his lawyer-agent and is considered to 
have ‘notice of all facts, notice of which can be charged upon the attorney.’ [Link 
v. Wabash Railroad Co., 370 U.S. 626, 634, 82 S.Ct. 1386, 1390 (1962)] (citation 
and footnote omitted). The best test for determining whether notice to or 
knowledge of an agent, such as an attorney, is imputed to his or her principal or 
client is whether the condition and facts known by the agent were within the 
sphere of authority of that particular agent. See 3 Fletcher, Fletcher Cylopedia at 
§ 807 and 807.10.  

 
Gutter v. E.I. Dupont De Nemours, 124 F.Supp.2d 1291, 1309-10 (S.D.Fla. 2000); Bertram 

Yacht Yard, Inc. v. Florida Wire & Rigging Works, Inc., 177 So.2d 365, 366 (Fla. App. 1965) 

(“general rule is well settled that a principal is chargeable with notice or knowledge received by 

his agent while acting within the scope of his authority”) (internal quotations omitted).  Plainly, 

Sanchelima’s knowledge concerning the Cuban CUBITA mark was “within the sphere of [his] 

authority,” as Sanchelima expressly stated in his November 23, 1998 letter.   

When acting within the scope of the agency, “the agent’s knowledge is imputed to the 

principal…. ‘A person has notice of a fact if his agent has knowledge of the fact.’”  Veal, 23 F.3d 

at 725 (quoting Restatement (Second) of Agency § 9(3); citing id. §§ 268, 272, 275).  Thus, 

“whether or not Veal himself heard Geraci's testimony, Veal's attorney plainly had knowledge of 

the conduct giving rise to Veal's present claim, and under traditional principles of agency the 

attorney's knowledge must be imputed to Veal.”  Id.; see Immunocept, LLC v. Fulbright & 

Jaworski, LLP, 504 F.3d 1281, 1287, (Fed. Cir. 2007) (attorney’s knowledge imputed to client; 

“Noticeably absent from the imputation rule is a requirement that the attorney have a duty to 
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disclose information to the client.”); Belton Ind., Inc. v. United States, 6 F.3d 756, 761 (Fed Cir. 

1993) (“Notice to counsel is notice to the client”).   

Thus, whether or not Sanchelima “issued as complete an opinion as possible” to DM 

concerning the CUBITA mark, as he insisted to the Cuban attorneys he “must,” Sampedro Decl., 

Ex. 1, Mr. Sanchelima’s knowledge, must, as a matter of law, be imputed to DM.   

Second, the evidence is overwhelming that Applicant in fact had prior knowledge of the 

Cuban CUBITA mark.  As in Diaz, the Board is not required to turn a blind eye to reality, even if 

an applicant refuses to admit the plain truth.  DM’s application and specimen is a virtually 

identical copy of the complex and elaborate multi-colored, multi-element design that Opposer 

uses for its CUBITA mark.  It is impossible that DM could have independently created this 

identical packaging without knowledge of the use in Cuba of the CUBITA mark.  DM has not 

produced any documents or made any claim that it created the mark. 

Third, there is no plausible explanation for Applicant’s decision to pay $7,000 for an 

assignment of purported rights from Alonzo and Angel, and then to fight Sheehan through trial 

and judgment, concerning rights in a mark with no goodwill in Florida, unless DM was aware of 

the Cuban CUBITA mark, and of that mark’s reputation and goodwill among Cuban-Americans, 

which DM believed it could exploit successfully in South Florida, and in the event the embargo 

was lifted or relaxed.  Indeed, in the absence of knowledge of the Cuban CUBITA mark, it 

would have been nonsensical for Applicant to incur the assignment and litigation expenses, and 

the risk of infringement of Sheehan’s purported rights, rather than creating its own mark from the 

available universe.   

Fourth, Applicant’s specimen promoted its CUBITA-labeled coffee as “Cuban style” and 

“Taste of Cuba/El Sabor de Cuba.”  Applicant’s principal, who is Cuban-American, traveled to 
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Cuba at least in 1996 and June 1999, prior to his first use, DM is located in Miami, Florida, its 

CUBITA packaging is in Spanish and English, and its principal consumer base is Cuban-

Americans in Miami.  (As noted, DM, in fact, has not produced in discovery any documentary 

evidence of any use of the mark at any time.).  These facts, especially when taken together, 

demonstrate that Applicant directly knew of Cuba’s best selling coffee product sold throughout 

Cuba – including duty free shops in the Havana airport, through which Diaz necessarily passed – 

and exported throughout the world, when DM adopted the mark in mid-1999.   

Fifth, there is no dispute that Applicant’s alleged assignors, Angel and Alonzo, had 

knowledge of the Cuban CUBITA mark prior to March 1995, the earliest DM could have 

acquired any rights by assignment.  Thus, if DM continues to claim rights by assignment, and 

assuming a lawful assignment, and assuming without deciding, as did the Board, that the 

assignment gave DM rights based on Sheehan’s use of the mark as of March 1995, Angel and 

Alonzo’s undisputed knowledge of the use of the CUBITA mark in Cuba for coffee in 1995 must 

be imputed to DM, as their assignee, as a matter of law.   

“As in a principal/agent relationship, the knowledge of an assignor must be attributed to 

its assignee….Plaintiff as assignee stands in the shoes of his assignors and their knowledge is 

his.”  Hyosung America, Inc. v. Sumagh Textile Co., Ltd, 934 F. Supp. 570, 576-77 (emphasis 

added) (internal citations and quotations omitted), aff’d in relevant part, 137 F.3d 75 (2d 

Cir.1998); id. at 574 (reciting “familiar principle that the knowledge of both agents and assignors 

are imputed, as a matter of law, to their principals and assignees, respectively”).  In FDIC v. 

Shrader & York, 991 F.2d 216 (5th Cir. 1993), the Court refused to treat the FDIC “differently 

than any other assignee”; “[b]ecause the FDIC could only recover those damages potentially 

available to [its assignor], we held that the bank officer’s knowledge, which would have been 
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imputed to the bank [as principal/agent], was imputable to the FDIC” as the bank’s assignee.  Id. 

at 222-23 (internal quotations omitted); R.L. Polk & Co. v. INFOUSA, Inc., 230 F.Supp. 2d 780, 

794 (involving trademark assignment, “noting that ‘the knowledge of an assignor must be 

attributed to its assignee’") (quoting Hyosung America, supra); J. Thomas McCarthy, McCarthy 

on Trademarks and Unfair Competition § 18:15 (4th ed. 2002) (noting that "an assignee, by 

following in the footsteps of the assignor, acquires not only all the rights and priorities of the 

assignor, but also any burdens and limitations on use that were incumbent on the assignor"); 

Marshak v. Treadwell, 58 F.Supp.2d 551, 557 (D.N.J. 1999) (“There has been no dispute that 

Marshak stands in the shoes of his assignors and that Marshak can have no greater trademark 

rights than they had.… Therefore, fraud may be established by evidence that [assignors] 

knowingly made material misrepresentations in connection with their trademark application.”).  

DM stands in the shoes of Angel and Alonzo as to both their rights and their liabilities in 

the mark, including liabilities under Article 7 of the IAC.  Thus, DM cannot claim rights 

accruing in 1995 based on the assignment, yet escape the assignors’ knowledge of the CUBITA 

mark in Cuba at that time, which “must be attributed to” DM as a matter of law.  Hyosung 

America, 934 F.Supp at 576-77.   

CONCLUSION 
 

 For the reasons stated herein, and on the papers submitted herewith, Opposer’s motion 

for summary judgment sustaining the Opposition and refusing registration of Applicant’s mark, 

CUBITA, Serial No. 75/697908, should be granted.   
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[SEAL] 

 
 

REPUBLIC OF CUBA 
 

M.Sc. Maria de los Angeles Sanchez Torres, General Director of the Cuban Office of 
Industrial Property 
 

I CERTIFY 
 

That on September 4, 1991 an application for the registration was presented to the 
National Office of Inventions, Technical Information and Trademarks, for a period of ten 
years, for the mark noted at number 321000-91 of the Registry of Entry, by virtue of 
Decree Law 68 “ON INVENTIONS, SCIENTIFIC DISCOVERIES, INDUSTRIAL 
MODELS, TRADEMARKS AND DENOMINATIONS OF ORIGIN” of May 14, 1983, 
presented by Rebeca Garcia Monroy, Official Agent, on behalf and in representation of 
KAVE COFFEE, S.A., domiciled at Calle A, number 310, between third and fifth, 
Municipality of Playa, City of Havana, Republic of Cuba, the corresponding Certificate 
of Registration number 118,867 being granted on October 15,1991 which protects the 
mark CUBITA and design for roasted coffee, in class thirty of the International 
Classification of Products and Services. 
 
I FURTHER CERTIFY: That on December 27, 1995, the Official Agent Cynthia Ayala 
Alcorta, on behalf and in representation of DISTRIBUIDORA CIMEX S.A. requested 
the transfer of the mark CUBITA and design, with Certificate number 118,867, property 
of KAVE COFFEE S.A., in favor of the represented party with registry of entrance 
321/91 to which was attached Document of registration number 4154, for which effect 
the Office issued resolution 04/96 dated January 2, 1996 noting the transfer in favor of 
DISTRIBUIDORA CIMEX S.A. 
 
I FURTHER CERTIFY: That Decree Law 203 “ON TRADEMARKS AND OTHER 
DISTINCTIVE SIGNS” of December 24, 1999, being in force effective May 2, 2000, 
Robert Viscaino Martinez, Official Agent, on behalf and in representation of 
COPORACION CIMEX S.A., presented a request of notation number 105/2002 related 
to the change of ownership of the mark CUBITA and Design with Certificate number 
118,867, as stated in the Document of registration number 1071, dated April 30, 2001; 
being put in favor of his represented party by Resolution 1966 of the year 2002, dated 
December 16, 2002. 
 
 
 
 
 
 
 



 
 
 
 
 
I ALSO CERTIFY: That on March 11, 2002, application number 1402/2002 for the 
renewal for a period of ten years of the referenced mark, was presented before the Cuban 
Office of Industrial Property by Roberto Vizcaino Martinez who represents the 
CORPORACION CIMEX, S.A., being noted by Resolution number 1967, being in full 
validity and effect until September 4, 2011 and being the reproduction that is set out 
below exactly as it is found in the files. 
 
Image of mark 
 
 
And at the request of Carlos A. Tejeiros Morcate, the present certificate is issued, upon 
prior payment of the corresponding fee, in Havana, Republic of Cuba, on June 3, 2008. 
 
 
      [signature] 
      M. Sc. Maria de los Angeles Sanchez Torres 
      General Director 
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